Amendment Under 37 C.F.R. § 1.116 
U.S. Application No.: 09/862,600 



Attorney Docket No.: Q64570 



REMARKS 

Claims 1-14 are all the claims pending in the application. By this Amendment, Applicant 
amends claim 1. Claim 1 is supported throughout the specification, (e.g., see page 5, lines 5 to 
30). 

Summary of the Office Action 

The Examiner withdrew the previous rejection. The Examiner, however, found new 

grounds for rejecting claims 1-14. In particular, claims 1-14 stand rejected under 35 U.S.C. § 

103(a). 

Claims 1 and 4-6 are rejected as being unpatentable over U.S. Patent No. 6,223,037 to 
Parkkila (hereinafter "Parkkila") in view of a newly found reference, U.S. Patent No. 5,257,400 
to Yoshida (hereinafter "Yoshida"). In addition, claims 9-14 are rejected as being unpatentable 
over U.S. Patent No. 6,343,070 to Klas et al. (hereinafter "Klas") in view of a newly found 
reference, U.S. Patent No. 6,01 1,960 to Yamada et al. (hereinafter "Yamada"). Claims 2 and 3 
are rejected as being unpatentable over Parkkila and Yoshida in view of U.S. Patent No. 
5,701,585 to Kallin et al. (hereinafter "Kallin"). Finally, claim 7 and 8 are rejected as being 
unpatentable over Parkkila in view of Yoshida and further in view of U.S. Patent No. 6,418,318 
to Bamburak et al. (hereinafter "Bamburak"). 



6 



Amendment Under 37 C.F.R. § 1.116 Attorney Docket No.: Q64570 

U.S. Application No.: 09/862,600 

Claim Rejections under 35 U.S.C. § 103 

Claims 1-14 stand rejected under 35 U.S.C. § 103(a). Applicant respectfully traverses 

this rejection in view of the comments, which follow. 

Claims 1 and 4-6 

Claims 1 and 4-6 are rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Parkkila in view of Yoshida. Applicant respectfully traverses this rejection in view of the 
following remarks. 

Of the rejected claims, only claim 1 is independent. Independent claim 1 recites a unique 
combination of features including: "only when signal intensity was approximately constant 
before said standby, using one or more sequences each associated with a predetermined list of 
frequencies from all said frequencies." The Examiner asserts that claim 1 is directed to a method 
of connecting a terminal to a network and is obvious in view of Parkkila and Yoshida (see page 2 
of the Office Action). The Examiner acknowledges that Parkkila fails to disclose the scanning 
when the signal intensity is constant before the standby (see page 3 of the Office Action). 

The Examiner, however, alleges that Yoshida cures the deficient teachings of Parkkila. 
In particular, the Examiner alleges that Yoshida' s scanning of the channels during an idle state 
and selecting the highest signal strength is equivalent to scanning when signal intensity was 
approximately constant before said standby, using one or more sequences each associated with a 
predetermined list of frequencies from all said frequencies (see page 3 of the Office Action). 
Applicant has carefully studied Yoshida' s discussion of scanning the channels during an idle 
state and such teachings are very dissimilar. 
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Yoshida teaches a method for reducing the likelihood of a mobile station (MS) 

subscribed to a common carrier selecting a control channel of an unsubscribed common carrier 

whose signal may be stronger than the signal of the MS's common carrier (col. 1, lines 28 to 42). 

In particular, this is accomplished by having a system identifier in all of the control channels of 

the subscriber's carrier and the MS. As a result, during an idle state, the MS constantly scans the 

assigned standby channels and the channel with the highest signal level is selected. The 

Yoshida's MS, however, also checks whether the system identifiers match. When they match, 

then the channel is selected for originating and receiving calls (col. 1, lines 43 to 61). 

Yoshida fails to cure the deficient teaching of Parkkila in that it fails to teach or suggest 
periodic scanning "only when signal intensity was constant before the standby." In Yoshida, the 
MS scans the assigned channels during the idle state. Yoshida, however, does not teach or 
suggest the signal intensity of the MS before it enters the idle state. In fact, the signal intensity 
of the Yoshida's MS before it enters the idle state is irrelevant to the problem addressed in 
Yoshida. Yoshida addresses the problem of identifying that the channel with a strong signal 
belongs to the subscriber's carrier and not to some other carrier. 

Therefore, in Yoshida, irregardless of how the signal was lost (whether the MS entered a 
tunnel or left the area of coverage), the assigned standby channels will be scanned for a channel 
with a highest level of the signal. In short, Yoshida fails to teach or suggest "only when signal 
intensity was approximately constant before said standby, using one or more sequences each 
associated with a predetermined list of frequencies from all said frequencies," as recited in claim 
1 . In Yoshida, the same scanning is performed irregardless of whether the signal intensity was 
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approximately constant or not before the standby. In fact, Yoshida does not teach or suggest 
analyzing signal intensity before the standby. 

In addition, the Examiner alleges that one of ordinary skill in the art would have been 
motivated to combine the reference so as to save the battery life of the MS, as taught by Yoshida 
(see page 4 of the Office Action). Applicant respectfully points out that Yoshida is directed to a 
completely unrelated problem, preventing the MS from selecting a channel of an unsubscribed 
common carrier. One of ordinary skill in the art confronted with the Parkkila's problem of 
preventing unnecessary searches for a network channel would never have turned to Yoshida 
which teaches including a system identifier so that a channel of an unsubscribed carrier is not 
selected by the MS. 

Therefore, "only when signal intensity was approximately constant before said standby, 
periodically scanning frequencies of said radio communication network using one or more 
sequence" as set forth in claim 1 is not suggested or taught by the combined teachings of 
Parkkila and Yoshida, which lack performing periodic partial scanning based on whether the 
signal intensity was constant before the loss of connection. For at least these reasons, 
Applicant respectfully submits that independent claim 1 is patentable over the combined 
teachings of the two references. Applicant, therefore, respectfully requests the Examiner to 
reconsider and to withdraw this rejection of independent claim 1. Also, Applicant respectfully 
submits that claims 4-6 are allowable at least by virtue of their dependency on claim 1 . 
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Claims 2 and 3 

Claims 2 and 3 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Parkkila 
in view of Yoshida and in further view of Kallin. Applicant respectfully traverses this rejection 
with respect to the dependent upon claim 1, claims 2-3. Applicant has already demonstrated that 
the combined teachings of Parkkila and Yoshida do not meet all the requirements of independent 
claim 1. Kallin is relied upon only for its teaching of ranking the cells according to importance. 
That is, Kallin teaches that the order of the list in which the search is performed can be varied 
based on a present environment or on a prior knowledge (col. 4, lines 31 to 45). Kallin, 
however, fails to cure the deficiencies in Parkkila and Yoshida. Kallin only teaches that since 
measuring the signal strength and other characteristics of the cell is usually limited to a 
maximum number of 12, 20 or 32, it may be beneficial to pre-select these 12, 20 or 32 cells (col. 
1, lines 20 to 50). The cells can be ranked by quality of service and type (col. 2, lines 8 to 16). 

In short, Kallin does not compensate for the above-identified deficiencies of the 
combined teachings of Parkkila and Yoshida. Together, the combined teachings of these three 
references would not have (and could not have) led the artisan of ordinary skill to have achieved 
the subject matter of claim 1. Since claims 2-3 are dependent upon claim 1, they may be 
patentable at least by virtue of their dependency. 

Claims 7 and 8 

Claims 7 and 8 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Parkkila 
in view of Yoshida and in further view of Bamburak. Applicant respectfully traverses this 
rejection with respect to the dependent upon claim 1, claims 7 and 8. Applicant has already 
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demonstrated that the combined teachings of Parkkila and Yoshida do not meet all the 
requirements of independent claim 1. 

Bamburak is relied upon only for its teaching of determining last frequency band of the 
last service provider before disconnection. That is, Bamburak teaches that after power up, the 
mobile station checks the most recently used control channel to determine whether an optimal 
service provider is available on the channel. If this optimal service provider is not obtainable, 
then the MS searches through the frequency spectrum in a pre-determined order until an optimal 
or acceptable service provider is located (col. 3, lines 45 to 67). In short, Bamburak does not 
compensate for the above-identified deficiencies of the combined teachings of Parkkila and 
Yoshida. Together, the combined teachings of these references would not have (and could not 
have) led the artisan of ordinary skill to have achieved the subject matter of claim 1 . Since 
claims 7 and 8 are dependent upon claim 1, they may be patentable at least by virtue of their 
dependency. 

Claims 9-14 

Claims 9-14 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Klas in 
view of Yamada. Claim 9 recites a unique combination of features including "means for 
determining what type of scanning to perform based on signal intensity." The Examiner asserts 
that claim 9 is directed to a terminal adopted to connect to a radiocommunication network and is 
unpatentable over Klas in view of Yamada. The Examiner acknowledges that Klas fails to 
disclose the scanning when the signal intensity is constant before the standby (see page 5 of the 
Office Action). 
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The Examiner, however, alleges that Yamada cures the deficient teachings of Klas. In 

particular, the Examiner alleges that Yamada' s automatic mode selection which consists of an 

Initial Cache Scan and a Full scan based on the type of wireless system and the received RSSI 

(see page 5 of the Office Action). Applicant has carefully studied Yamada's discussion of the 

automatic mode selection and such teachings are very dissimilar. 

Yamada teaches a personal communication system (PCS) handset capable of operating 
within a cellular mobile telephone system (CMTS) or a wireless telephone system (WTS), which 
automatically enters the WTS mode whenever it locates an accessible WTS system (col. 2, line 
66 to col. 3, line 2). In particular, Yamada teaches a handset that stores a cache list 92 with most 
recently accessed WTS control channels and their associated SID, and a channel table 94. The 
channel table 94 maintains a list of channels for which a valid PCS overhead message has been 
received, indicating that the channel is a WTS control channel. This channel table 94 includes 
the channel number, the SJD associated with that channel number and the RSSI measured for 
that channel (Fig. 5, col. 12, lines 5 to 32). In addition, the handset 50 stores a list 96 that 
consists of bad SID (col 12, lines 32 to 35). 

In Yamada, when the handset 50 is set to automatic mode selection, it is desirous for the 
PCS handset 50 to automatically select and promptly lock on to an authorized system that is 
either a WTS or CMTS system within its range. Further, when in WTS mode, it is desirous for 
the PCS handset 50, whether a dual-mode handset or one which only operates in WTS mode, to 
always attempt to remain within the WTS in which it is currently operating. To accomplish this, 
the PCS handset 50 performs certain scans (col. 12, lines 36 to 45). 
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Yamada teaches performing cache scan every sixty seconds and then a full scan every 

five minutes to look for the presence of the WTS control channel. If an appropriate digital signal 

pattern is received indicating that the channel is operating as a WTS control channel, then that 

channel number, the corresponding WTS SID transmitted on the control channel and its RSSI 

(measured by the signal quality analyzer 74) are stored in the channel table 94. After all the 

channels in the cache list 92 have been scanned and the channel table 94 is created, the PCS 

handset 50 selects the strongest channel (i.e. that channel having the largest RSSI) whose 

associated SID is not a bad SID from the list 96, and attempts to register on that channel. If 

registration is successful, the cache list is updated and the PCS handset goes into the WTS mode 

using that control channel. When the registration is not successful, the PCS handset 50 scans the 

next strongest channel in the channel table 94 and so on until the channel table 94 is emptied or 

until the registration is successful. In the initial cache scan process, a bad SID list 96 is created 

and the SIDs of those WTS system control units which deny a registration request (so called bad 

SIDs) are deleted from the cache list 92 and the corresponding channels are deleted from the 

cache list 92 and the channel table 94. As a consequence, subsequent registration attempts are 

not again attempted on these control channels (col. 13, lines 35 to 63). 

In other words, Yamada teaches selecting channels for the cache based on whether these 
channels are the WTS control channel. Once the table 94 is created, the handset 50 selects the 
channel with the strongest signal based on the stored signal strength and attempts to register on 
this channel. If it does not succeed, the channel is stored in the bad SID list 96 and the handset 
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tries the channel with the next strongest signal. When this initial cache scan fails, the handset 
performs a fiill scan. 

Yamada, however, teaches performing the full scan when the initial scan fails. The initial 
scan fails when no WTS control channels are found. In short, Yamada teaches that the type of 
scanning to perform depends on whether the WTS control channel is found, whereas the signal 
strength is only used to select the next channel from the list of channels to check. That is, the 
signal strength is only used to select the next channel to check. Yamada only teaches selecting a 
channel based on the signal strength, and the type of scanning to perform is based on the SIDs . 
In other words, in Yamada, the type of scanning to perform is determined by the presence or 
absence of the WTS control channel and not the signal strength. In addition, the RSSI is stored 
in the cache list. In other words, in Yamada, the channel to select is determined by the stored 
RSSI and not the received RSSI. In sum, Yamada does not teach or suggest determining the type 
of scanning to perform based on the signal intensity received. 

Therefore, "means for determining what type of scanning to perform based on signal 
intensity" as set forth in claim 9 is not suggested or taught by the combined teachings of Klas 
and Yamada, which lack determining the type of scanning to perform based on the received 
signal intensity. For at least these exemplary reasons, Applicant respectfully submits that 
independent claim 9 is patentable over the combined teachings of Klas and Yamada. Applicant, 
therefore, respectfully requests the Examiner to reconsider and withdraw this rejection of 
independent claim 9. Also, Applicant respectfully submits that claims 10-13 are patentable at 
least by virtue of their dependency on claim 9. 
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Moreover, with respect to claim 13, Yamada clearly fails to teach or suggest performing 

various types of scans based on the signal intensity before the standby. In Yamada, the WTS 

cache scan is performed either at the end of conversation, when a loss of signal occurs or when 

the cache scan timer times out (col. 14, lines 25 to 30). Yamada, however, does not teach or 

suggest that the scan will vary based on how the loss of signal occurred. In other words, Yamada 

is not concerned with whether the signal was lost because the handset entered a tunnel or because 

it has left the servicing cell. In short, the types of scans that will be performed do not depend on 

the signal intensity before the standby. In fact, in Yamada, the same types of scans are 

performed when any kind of signal loss occurs, irregardless of whether the signal intensity was 

relatively constant or varying before the loss. For at least this additional reason, dependent claim 

13 is patentable over the combined teachings of Klas and Yamada. 

Next, the Examiner rejected claim 14 as being unpatentable over the combined teachings 
of Klas and Yamada. Claim 14, however, depends on claim 1 and not claim 9. The combined 
teachings of Klas and Yamada fail to teach or suggest the recitations of claim 1, and the 
Examiner does not allege that these combined teachings teach the subject matter of claim 1 . 
With respect to claim 14, the combined teachings of Klas and Yamada, as well as the combined 
teachings of Parkkila and Yoshida do not teach or suggest performing a partial scan when the 
signal intensity before the standby is relatively constant and performing a full scan when the 
signal intensity before the standby is varied. Therefore, claim 14 is patentable for at least this 
additional reason. 
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Conclusion and request for a telephone interview 

In view of the above, reconsideration and allowance of this application are now believed 

to be in order, and such actions are hereby solicited. If any points remain in issue which the 

Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 

kindly invited to contact the undersigned attorney at the telephone number listed below . 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 




WASHINGTON OFFICE 



23373 



CUSTOMER NUMBER 



Date: July 2, 2004 
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